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DETAILED ACTION 



Specification 



1 . The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 



2. Figures 10 and 1 1 should be designated by a legend such as -Prior Art- 
because only that which is old is illustrated (as stated in the 'brief description of the 
drawings' section; page 4 lines 15-18). See MPEP § 608.02(g). A proposed drawing 
correction or corrected drawings are required in reply to the Office action to avoid 
abandonment of the application. The objection to the drawings will not be held in 
abeyance. 

3. The drawings are objected to because the 'YES' branch and the 'NO' branch are 
reversed out of S8 in figure 6 (it is stated on page 12 lines 19-22 that S6 and S7 are 
repeated when S8 is 'NO' and that S9 is occurs when S8 is 'YES', which contradicts the 
diagram). A proposed drawing correction or corrected drawings are required in reply to 
the Office action to avoid abandonment of the application. The objection to the 
drawings will not be held in abeyance. 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Drawings 
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5. Claim 1 . 8 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nakamura (5.781.310) in view of Dennis (5.469.533). 

6. In accordance witli claims 1 , 8 and 28, Nakamura discloses a copying system 
with a host device, a peripheral device and a printing device; in Nakamura's system, the 
controlling unit 3 (figure 2) acts as a host device, and is connected to the image 
inputting unit 1, which is a peripheral device, and an image outputting unit 2, which is a 
printing device (col. 4 lines 29-32). 

7. Nakamura further discloses that the peripheral device contains a reading device 
that reads an image on an original document as image data; in Nakamura's system, 
image inputting unit 1 contains scanning means 61 for scanning an original sheet (col. 4 
lines 34-35). 

8. Nakamura further discloses that the peripheral device contains a converting 
device that converts that converts image data read by the reading device into printable 
data; in Nakamura's system, the scanned data is sent as an analog voltage signal from 
the color image sensor device 1 12 (figure 4A) to the A/D converter 116, which converts 
the signal into an 8-bit digital signal (col. 5 lines 38-44) data is then sent to the image 
outputting device 2 for output (col. 6 lines 14-15). 

9. Nakamura further discloses that the peripheral device contains a first 
transmission device that transmits printer data to the host; in Nakamura's system, the 
controlling and communicating unit 10 (figure 1) sends image data to the transmission 
path 4, to which the image outputting unit 2 and the controlling unit 3 are also connected 
(figure 2 and col. 5 lines 1-4). 
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10. Nakamura further discloses tliat the peripheral device contain a reception printing 
device that receives printable data and causes the printing device to print the printable 
data; in Nakamura's system, the image outputting unit 2, receives image data via 
controlling and communicating unit 20 (figure 4B and col. 6 lines 11-14) the data is then 
used to by the image outputting unit 2 to form a full color image (col. 6 lines 29-30). 
However, Nakamura does not disclose expressly that the printable data is received from 
the host device (instead it is received from the image inputting device 1) (col. 6 lines 13- 
14). 

1 1 . Dennis discloses that the peripheral device (printer 218 figure 1 ) contains a 
reception printing device to receive printable data from the host (computer 202) and to 
cause the printing device to print the data; in Dennis's system, data to be printed is 
generated by the application program 204, within the host, and transformed into 
printable bitmap data by the resource scheduler 21 6 and sent to the printer for printing 
(col. 8 lines 30-32 and col. 9 lines 8-26). 

1 2. Nakamura further discloses that the system contains a storage device that stores 
various data; in Nakamura's system, a memory unit 6 is used to store image data (col. 
14 lines 2-3 and figures 13 and 14). However, Nakamura does not disclose expressly 
that the storage device is in the host device. 

1 3. Dennis further discloses that the host device contains a device to store data, 
namely a hard drive (col. 10 lines 9-12). 

14. Nakamura further discloses that the system contains a reception control device 
that receives the printable data transmitted first transmission device and stores the 
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printable data in the storage device; in Nakamura's system, printable data is received 
and stored by the memory unit 6 (col. 14 lines 2-3). Again however, Nakamura does 
not disclose expressly that the reception control device for the storage device is in the 
host device. 

1 5. Dennis further discloses that the host device contains a device to store data, 
namely a hard drive (col. 10 lines 9-12). 

16. Nakamura further discloses that the system contains a second transmission 
device that transmits to the peripheral device the printable data stored in the storage 
device; in Nakamura's system, when required for printing, image data stored in the 
memory unit 6, is transferred to the image outputting unit 2 to print the data (col. 14 
lines 8-1 3). However, Nakamura does not disclose expressly that the second 
transmission device is in the host device. 

1 7. Dennis further discloses that the host device contains a transmission device to 
transmits data stored in the storage device to the peripheral device; in Dennis's system, 
the resource loader 214 controls the transmission of image data and resource 
information from the computer to the printer (col. 8 lines 63-67). 

18. Nakamura and Dennis are combinable because they are from the same field of 
endeavor, namely image forming systems with host and peripheral devices. 

19. Therefore, it would have been obvious to a person of ordinary skill in the art to 
allow the printable data to be received from the host device as taught by Dennis 
(instead of the image inputting device 1, as taught by Nakamura), to incorporate the 
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storage device within the host device as taught by Dennis, and to include the second 
transmission device in the host device, as taught by Dennis. 

20. The motivation for doing so would have been to: a) to combine the image 
inputting unit 1 and image outputting unit 2 of Nakamura's so that the user only required 
one piece of equipment; and b) to eliminate the need of a independent storage device 
by incorporating the storage device and the second transmission device into the host 
device. 

Claim Rejections - 35 USC § 102 

21 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

22. Claim 24 is reiected under 35 U.S.C. 102(b) as being anticipated by Nakamura. 

23. In accordance with claim 24, Nakamura discloses a peripheral device capable of 
connecting to a host device; in Nakamura's system, the controlling unit 3 (figure 2) acts 
as a host device, and is connected to the image inputting unit 1 and an image outputting 
unit 2, which are peripheral devices (col. 4 lines 29-32). 

24. Nakamura further discloses that the peripheral device contains a reading device 
that reads an image on an original document as image data; in Nakamura's system, the 
image inputting means 1 contains scanning means 61 for scanning an original sheet 
(col. 4 lines 34-35). 
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25. Nakamura further discloses tliat tlie peripheral device contains a converting 
device that converts that converts image data read by the reading device into printable 
data; in Nakamura's system, the scanned data is sent as an analog voltage signal from 
the color image sensor device 1 1 2 (figure 4A) to the AID converter 1 16, which converts 
the signal into an 8-bit digital signal (col. 5 lines 38-44) data is then sent to the image 
outputting device 2 for output (col. 6 lines 14-15). 

26. Nakamura further discloses that the peripheral device contains a first 
transmission device that transmits printer data to the host; in Nakamura's system, the 
controlling and communicating unit 10 (figure 1 ) sends image data to the transmission 
path 4, to which the image outputting unit 2 and the controlling unit 3 are also connected 
(figure 2 and col. 5 lines 1-4). 

27. Claim 25 is rejected under 35 U.S.C. 102(b) as being anticipated by Nakamura. 

28. In accordance with claim 25, Nakamura discloses that the printing device 
performs color printing and the converting device converts image data into binary data 
corresponding to ink colors in the printing device; in Nakamura's system, the reading 
device 1 reads image data for each ink color (C, M, Y and K) (col. 5 line 65 - col. 6 line 
3) then that data is sent to the image outputting device 2, which outputs the color image 
in accordance with the data corresponding to each color (C, M, Y and K) (col. 6 lines 
29-31). 

Claim Rejections - 35 USC § 103 

29. Claims 2. 9 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nakamura in view of Dennis. 
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30. In accordance with claims 2, 9 and 29, Dennis further specifies that the host 
device contain a sorting device to sort printable data stored in the storage device in an 
order of printing; in Dennis's system, the resource assembler 208 (figure 1) determines 
the most efficient sequence for printing the stored document (col. 8 lines 54-58). 

31 . Dennis further discloses that the second transmission device transmits the sorted 
printable data to the printing device; in Dennis's system, the resource loader 214 
controls the transmission of image data and resource information from the computer to 
the printer, in accordance with the order determined by the resource assembler 208 
(col. 8 lines 63-67). 

32. Nakamura and Dennis are combinable because they are from the same field of 
endeavor, namely image forming systems with host and peripheral devices. 

33. The motivation for doing so would have been to: a) to combine the image 
inputting unit 1 and image outputting unit 2 of Nakamura's so that the user only required 
one piece of equipment; and b) to eliminate the need of a independent storage device 
by incorporating the storage device and the second transmission device into the host 
device. 

34. Claims 3, 10 and 30 are reiected under 35 U.S.C. 103(a) as being unpatentable 
over Nakamura in view of Dennis in further view of Tabata (5,717,843). 

35. In accordance with claims 3, 10 and 30, Nakamura discloses an input device, in 
the form of an operational keyboard, that allows the operator to input instructions (col. 6 
lines 62-64). However, Nakamura does not disclose expressly that the device sort the 
printable data according to the operator's instructions. 
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36. Tabata specifies allowing the input of a specific sorting order (col. 19 lines 60- 
63). 

37. Tabata is combinable with Nakamura and Dennis because they are from the 
same field of endeavor, namely image forming apparatuses. 

38. Therefore, at the time of invention, it would have been obvious to a person of 
ordinary skill in the art to allow the copying system to have a specifiable sorting order as 
disclosed by Tabata. 

39. The motivation for doing so would have been to allow the user to receive copied 
documents in the order he or she prefers as in Tabata's system (col. 19 lines 60-63). 

40. Claims 4. 11. 18. 31 and 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nakamura in view of Dennis in further view of Tabata. 

41 . In accordance with claims 4, 1 1 , 18, 31 and 35, Tabata further specifies that the 
sorting device sort data in either a stack mode or a sort mode (col. 1 lines 53-55). 

42. Tabata is combinable with Nakamura and Dennis because they are from the 
same field of endeavor, namely image forming apparatuses. 

43. Therefore, at the time of invention, it would have been obvious to a person of 
ordinary skill in the art to allow the copying system to sort the output in either a stack 
mode or a sort mode. 

44. The motivation for doing so would have been to allow the user to receive copied 
documents in the order he or she prefers as in Tabata's system (col. 1 lines 53-55). 

45. Claims 5. 12. 19 and 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nakamura in view of Dennis. 
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46. In accordance with claims 5, 12, 19 and 36, Nakamura discloses that the printing 
device performs color printing and the converting device converts image data into binary 
data corresponding to ink colors in the printing device; in Nakamura's system, the 
reading device 1 reads image data for each ink color (C, M, Y and K) (col. 5 line 65 - 
col. 6 line 3) then that data is sent to the image outputting device 2, which outputs the 
color image in accordance with the data corresponding to each color (C, M, Y and K) 
(col. 6 lines 29-31). 

47. Claim 6, 13, 22, 26 and 37 are reiected under 35 U.S.C. 103(a) as being 
unpatentable over Nakamura in view of Dennis in further view of Vondran (5,71 7.507). 

48. In accordance with claims 6, 13, 22, 26 and 37, neither Nakamura nor Dennis 
specifies that the converting device contain an ASIC. 

49. Vondran specifies that the converting device contain an ASIC (col. 1 1 lines 1-3). 

50. Vondran is combinable with Nakamura and Dennis because they are from the 
same field of endeavor, namely image data conversion for printing. 

51 . Therefore, at the time of invention, it would have been obvious to a person of 
ordinary skill in the art to use an ASIC to perform image conversion as disclosed in 
Vondran (col. 11 lines 1-3). 

52. The motivation for doing so would have been to "maximize the speed of color 
space conversion" (Vondran: col. 15 lines 13-14). 

53. Claims 7, 14, 23, 27 and 38 are reiected under 35 U.S.C. 103(a) as being 
unpatentable over Nakamura in view of Dennis in further view of Suzuki (5,381 ,246). 
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54. In accordance with claims 7, 14, 23, 27 and 38, Nakamura discloses that the 
printing device (image outputting device 2) performs color printing using a plurality of 
inks; in Nakamura's system color printing is performed using CMYK inks (col. 6 lines 29- 
31). However, neither Nakamura nor Dennis specifies that the converting device 
converts image data into multi-value data corresponding to ink colors in the printing 
device. 

55. Suzuki specifies that the converting device converts image data into multi-value 
data corresponding to ink colors in the printing device (col. 2 lines 27-31). 

56. Suzuki is combinable with Nakamura and Dennis because they are from the 
same field of endeavor, namely image data processing. 

57. Therefore, at the time of invention, it would have been obvious to a person of 
ordinary skill in the art to allow the converting device to convert image data into multi- 
value data corresponding to ink colors in the printing device, as in Suzuki (col. 2 lines 
27-31). 

58. The motivation for doing so would have been to allow the apparatus to convert 
color images into corresponding color image data for printing. 

59. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nakamura in view of Dennis. 

60. The method steps of claim 1 5 are all performed by the means of Nakamura and 
Dennis's apparatuses as described above in claim 1. The reading step, converting 
step, transmitting step and receiving step performed at the peripheral device, are 
performed by the reading device (image inputting unit 1), the converting device (image 
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sensor device 112), the first transmission device (controlling and communicating unit 
10), and the reception printing device (image outputting unit 2), respectively. 

61 . The receiving step, storing step and transmitting step performed at the host 
device, are performed by the reception printing device (resource scheduler 216), the 
reception control device (memory unit 6), and the second transmission device (resource, 
loader 214), respectively. 

62. Claims 16. 20 and 33 are reiected under 35 U.S.C. 103fa) as being unpatentable 
over Nakamura in view of Dennis. 

63. The method step of claims 16, 20 and 33 is performed by the means of 
Nakamura and Dennis's apparatuses as described above in claim 2. The sorting step is 
performed at by the sorting device (resource assembler 208). 

64. Claim 17. 21 and 34 are reiected under 35 U.S.C. 103(a) as being unpatentable 
over Nakamura in view of Dennis in further view of Tabata. 

65. The method step of claims 17, 21 and 34 are all performed by the means of 
Nakamura and Dennis's apparatuses as described above in claim 3. The Inputting step 
is performed at by the inputting device. 

66. Claim 32 is reiected under 35 U.S.C. 103(a) as being unpatentable over 
Nakamura in view of Dennis. 

67. In accordance with claim 32, Nakamura discloses using software to operate a 
copying system (col. 14 lines 28-30). 

68. The copy program of claim 32 implements the method of claim 1 5. All the steps 
implemented by the copy program are performed in the method of claim 15. The 
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reading step, converting step, first transmitting step, reception printing step, storage 
step, reception control step, and second transmission step of claim 32 are performed by 
the reading step, converting step, transmitting step and receiving step performed at the 
peripheral device, and the receiving step, storing step and transmitting step performed 
at the host device, respectively of claim 15. 



69. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karl R. Reitz whose telephone number is (703) 305- 
8696. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

70. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (703) 305-7452. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9306. 

71 . Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
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